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Bef ore Hohein, Hairston and Walters, Adm nistrative Tradenark
Judges.

Opi ni on by Hohein, Administrative Trademark Judge:

Ermanco Inc. has filed an application to register the
mar k " PARAGON TECHNOLOG ES" for "electrical control panels for
operating a material handling system which includes conveyors

and/ or vehicles."?

! Ser. No. 76/104,568, filed on August 7, 2000, which is based on an
all egation of a bona fide intent to use such termin comerce. The
term " TECHNOLOG ES" is discl ai ned.
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~ Paragon

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground
that applicant's mark, when applied to its goods, so resenbles
the mark "PARAGON," which is registered, as illustrated bel ow,

"2 as to be

for "electronic automati c power control apparatus,
likely to cause confusion, or mstake or to deceive.

Applicant has appeal ed. Briefs have been filed, but
an oral hearing was not requested. W affirmthe refusal to
register.

Qur determ nation under Section 2(d) is based on an
anal ysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a
l'i keli hood of confusion. Inre E. 1. du Pont de Nemours & Co.,
476 F.2d 1357, 177 USPQ 563, 568 (CCPA 1973). However, as

indicated i n Federated Foods, Inc. v. Fort Howard Paper Co., 544

F.2d 1098, 192 USPQ 24, 29 (CCPA 1976), in any |ikelihood of

2 Reg. No. 1,448,181, issued on July 21, 1983, which sets forth the
year 1976 as a date of both first use anywhere and first use in
comer ce; conbined affidavit 888 and 15.



Ser. No. 76/104, 568

confusion analysis, two key considerations are the simlarity of
the goods and the sinilarity of the marks.?3

Turning first to consideration of the respective
goods, applicant argues that, other than the fact that "both
[are] electronic in nature,” such goods "are quite different"” in
their uses. Specifically, applicant maintains that:

Power control apparatus of the type
designated in the reference registration is
typically electronic timers and the |like for
turning electrical devices on and off. By
contrast control panels for operating a

mat eri al handling system whi ch incl udes
conveyors and/or vehicles typically function
to regul ate the novenent of goods al ong
selected travel paths. Consistent with
this, ... a telephone call to the registrant
indicated that it does not manufacture or
offer to sell control panels of any type,

| et alone control panels for materi al
handl i ng systens.

Appl i cant concludes, in view thereof, that "its goods are not
‘related’ to those of the cited registration” and that its
goods, which are identified as being for a particul ar use, thus
"are distinct from' registrant's goods. Applicant also insists
that its goods do not overlap with, nor are they enconpassed by,
the identification of registrant's goods. In addition, because
its goods "are not inpulse itens but rather are sold to

sophi sticated custoners of material handling systens," applicant

® The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cunul ative effect of differences in the
essential characteristics of the goods and differences in the nmarks."
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mai ntai ns that confusion from contenporaneous use of the
respective marks and goods is unlikely.

We concur with the Exam ning Attorney, however, that
the goods at issue are so closely related that their marketing
under the sane or simlar marks would be likely to cause
confusion as to their source or sponsorship. As the Exam ning
Attorney correctly notes, it is well settled that goods need not
be identical or even conpetitive in nature in order to support a
finding of |ikelihood of confusion. Instead, it is sufficient
that the goods are related in sone manner and/or that the
ci rcunstances surrounding their marketing are such that they
woul d be likely to be encountered by the sane persons under
situations that woul d give rise, because of the marks enpl oyed
in connection therewith, to the m staken belief that they
originate fromor are in some way associated with the sane
producer or provider. See, e.g., Mnsanto Co. v. Enviro-Chem
Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re Internationa
Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

Moreover, it well established that the issue of
i keli hood of confusion nust be determ ned on the basis of the
goods as they are set forth in the involved application and the
cited registration, and not in |light of what such goods are
shown or asserted to actually be. See, e.g., Octocom Systens

Inc. v. Houston Conputer Services Inc., 918 F.2d 937, 16 USPQd
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1783, 1787 (Fed. Cir. 1990); Canadi an |Inperial Bank of Conmerce,
N.A. v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1815-16
(Fed. Cr. 1987); CBS Inc. v. Mrrow, 708 F.2d 1579, 218 USPQ
198, 199 (Fed. Cir. 1983); Squirtco v. Tomy Corp., 697 F.2d
1038, 216 USPQ 937, 940 (Fed. Cr. 1983); and Paul a Payne
Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901, 177
USPQ 76, 77 (CCPA 1973). Thus, where applicant's and

regi strant's goods are broadly described as to their nature and
type, it is presuned in each instance that in scope the
application and registrati on enconpass not only all goods of the
nature and type described therein, but that the identified goods
nove in all channels of trade which would be normal for those
goods and that they woul d be purchased by all potential buyers
thereof. See, e.g., In re Elbaum 211 USPQ 639, 640 (TTAB
1981).

Here, not only is there no evidence of record to
substantiate applicant's assertions that registrant's goods are
in the nature of and limted to "electronic tinmers and the |ike
for turning electrical devices on and off" and that, in fact, "a
tel ephone call to registrant "indicated that it does not
manuf acture or offer to sell control panels of any type, |et

al one control panels for material handling systens,"” but such

woul d in any event be irrelevant and immterial to determ nation
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of the issue of |ikelihood of confusion. Furt hernore, as the
Exam ni ng Attorney persuasively points out in his brief:

The applicant's goods, "electrical
control panels for operating a materi al
handl i ng system whi ch includes conveyors
and/or vehicles," are closely related to the
regi strant's goods, "electronic automatic
power control apparatus. Though the
applicant says that registrant's "electronic
automati ¢ power control apparatus" generally
describes "electronic tinmers and the |ike
for turning electrical devices on and off,"

nothing in the registrant's
identification of goods would preclude the
regi strant's "power control apparatus” from
perform ng sone [of] the sanme functions as
t he applicant's goods, including the
operation of [a] "material handling system
whi ch includes conveyors and/or vehicles.
In fact, the registrant's "power contro
apparatus” could regulate the fl ow of goods
al ong selected travel paths, just as control
panels for "material handling systens" often
do. .... Alternatively, the registrant's
goods could turn the applicant's goods on or
off. Either way, the [respective] goods ..
appear to control and/or regulate the flow
and/ or out put of power.

In addition, and contrary to applicant's argunent, the
identification of registrant's goods as "electronic automatic
power control apparatus” is arguably broad enough to enconpass
such goods as "electrical control panels,” including applicant's
"electrical control panels for operating a material handling
syst em whi ch i ncl udes conveyors and/or vehicles."

Applicant's goods, therefore, nust be considered as

identical in part or, at a minimnum plainly are closely rel ated
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to registrant's goods, such that the marketing of the respective
goods under the same or simlar marks would be |ikely to cause
confusion as to the source or sponsorship thereof, irrespective
of the limtation of applicant's goods to the operation of a
mat eri al handling system which includes conveyors and/ or
vehicles. Wiile we concur with applicant that its goods, |ike
those of registrant, are not inpulse itenms and woul d, instead,
be marketed to and bought by sophisticated purchasers, the fact
t hat such purchasers would typically be know edgeabl e and
di scrim nating consuners who woul d exercise care in their
sel ection of applicant's and registrant's products "does not
necessarily preclude their mstaking one trademark for another”
or denonstrate that they otherw se would be entirely inmune from
confusion as to source or sponsorship. Wncharger Corp. v.
Rinco, Inc., 297 F.2d 261, 132 USPQ 289, 292 (CCPA 1962). See
also In re Deconbe, 9 USPQ2d 1812, 1814-15 (TTAB 1988); and In
re Pellerin MInor Corp., 221 USPQ 558, 560 (TTAB 1983).

Turning, therefore, to consideration of the respective
mar ks, applicant contends that:

When properly considered in their

entirety, applicant's PARAGON TECHNOLOQ ES

mark differs in sight, sound and neani ng

fromthe cited PARAGON mark. Numerous

registrations are directed to PARAGON al one

or in conbination with another word(s) and

during prosecution, applicant nade of record

a search ... showi ng over twenty (20)
regi stered marks in International Cass 9
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al one that include the term "PARAGON. "

Thus, PARAGON is a relatively weak term and
it has extrenely limted source indicating
power .

Specifically, applicant notes that its mark "is coi ned" and,
notwi t hst andi ng the disclainmer of the word "TECHNOLOG ES, "
argues that its mark "is readily distinguishable fromthe cited
mar k" because:

The coupling of PARAGON with
TECHNOLOG ES i nvokes a different commercia
i npressi on than just PARAGON al one. In
addition to PARAGON TECHNOLOG ES bei ng two
wor ds ver sus PARAGON bei ng one word and the
concomtant difference in sight and sound
resulting therefrom the marks have totally
di fferent connotations. PARAGON by itself
means sonething that is a nodel of
excel l ence. PARAGON TECHNOLOG ES presents a
unitary expression or at |east one where the
enphasis is on TECHNOLOG ES and PARAGON
while normal Iy thought of as a noun,
nodi fi es TECHNOLOG ES when the two words are
coupled. Thus, applicant's mark evokes the
i mmge of a "high tech"” conpany.
Furt hernore, PARAGON has no known
significance with respect to applicant's
goods or for that matter with respect to
el ectrical goods, in general.

Thus, according to applicant, "the nere fact that the two narks
include a common termis not alone enough to create a |ikelihood
of confusion."

Applicant, as alluded to above, further contends that,
"in testing for |ikelihood of confusion, the nunber and nature
of simlar marks in use on simlar goods must al so be

considered,” arguing in particular that it nade of record "nore
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than twenty (20) active registrations in International C ass 9
whi ch i nclude PARAGON as part of the mark." Such evidence,
applicant nmai ntains, denonstrates that "the source identifying
power of PARAGON is extremely limted and narrowWy focused to
speci fic goods."

We agree with the Exam ning Attorney, however, that
when considered in their entireties, applicant's "PARAGON
TECHNCLOG ES" mark is so simlar to registrant's "PARAGON' mark
that their contenporaneous use is likely to cause confusion as
to the origin or affiliation of the respective goods. As our
principal review ng court has indicated, while marks nust be
considered in their entireties, including any descriptive
matter, in articulating reasons for reaching a conclusion on the
i ssue of |ikelihood of confusion, "there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has been
given to a particular feature of a nark, provided [that] the
ultimate conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224 USPQ
749, 751 (Fed. CGir. 1985). For instance, according to the
court, "that a particular feature is descriptive ... with
respect to the involved goods or services is one conmonly
accepted rationale for giving less weight to a portion of a mark

oo ld.
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In the present case, when the respective narks are
considered in their entireties, it is plain that they are highly
simlar in appearance and sound and substantially the sane in
connotation and conmercial inpression. |In particular, we concur
with the Exam ning Attorney that the dom nant and di stingui shing
portion of applicant's "PARAGON TECHNOLOG ES" mark is the term
"PARAGON' due to the descriptiveness, as evidenced by
applicant's disclainmer, of the word "TECHNOLOG ES." The term
"PARAGON, " as applicant admts, "has no known significance with
respect to applicant's goods or for that matter with respect to
el ectrical goods, in general." Although, when used in
connection with applicant's electrical control panels for
operating a material handling systemand registrant's el ectronic
aut omati ¢ power control apparatus, such termis perhaps
suggestive rather than arbitrary, it is still the case that it
conveys substantially the sanme connotation of something that is
a nodel of excellence whether the termis utilized as a mark by
itself or in conbination with the descriptive word
" TECHNOLOA ES. "

Mor eover, as the Exam ning Attorney correctly points
out, the proper test for confusing simlarity is not whether the
respective marks are distinguishable on the basis of a side-by-
si de conparison inasnmuch as such is not ordinarily the way that

custoners wll be exposed to the marks. Instead, it is the

10
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simlarity of the general overall comrercial inpression
engendered by the marks which nust determ ne, due to the
fallibility of menory and the concomtant |ack of perfect
recall, whether confusion as to source or sponsorship is likely.
The proper enphasis is accordingly on the recollection of the
aver age purchaser, who normally retains a general rather than a
specific inpression of marks. See, e.g., G andpa Pidgeon's of
M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ 573, 574
(CCPA 1973); Envirotech Corp. v. Solaron Corp., 211 USPQ 724,
733 (TTAB 1981); and Sealed Air Corp. v. Scott Paper Co., 190
USPQ 106, 108 (TTAB 1975). Here the descriptive word
"TECHNOLOG ES" in applicant's "PARAGON TECHNOLOGE ES* mark, while
not present in registrant's "PARAGON' mark, is insufficient to
di stingui sh such marks due, as noted above, to the fact that
their shared term "PARAGON' inparts a high degree of visual and
phonetic simlarity to the nmarks as well as a substanti al
identity in their connotation. Overall, the respective marks
consequently project substantially the sane general conmerci al

i mpr essi on.

Wth respect to applicant's renmaining contention, it
is pointed out that the third-party registrations upon which it
relies are not evidence that the marks which are the subjects
thereof are in use and that the rel evant purchasing public,

havi ng beconme conditioned to encountering certain products under

11
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mar ks whi ch consist of or include the term"PARAGON," is
famliar therewith and is therefore able to distinguish the
source thereof based upon differences in such marks. See, e.g.,
AMF Inc. v. Anerican Leisure Products, Inc., 474 F.2d 1403, 177
USPQ 268, 269 (CCPA 1973); In re Hub Distributing, Inc., 218
USPQ 284, 285-86 (TTAB 1983); and National Aeronautics & Space
Adm nistration v. Record Chemcal Co., Inc., 185 USPQ 563, 567
(TTAB 1975). In addition, as the Exam ning Attorney accurately
observes, of the third-party registrations nade of record by
applicant, only two cover electrical products which are even
arguably related to the goods at issue in this case* and those
two registrations are owed by the same third party. Thus, the
nunber and nature of any simlar mark(s) in use on the sanme or
simlar goods is not a relevant du Pont factor in this appeal.
Finally, as recognized by the Exam ning Attorney, to
the extent that applicant may instead nean to utilize the copies
of the third-party registrations in a nmanner anal ogous to a
dictionary so as to show that the term "PARAGON' is entitled to
a narrow scope of protection because it is suggestive of certain

ki nds of products and, thus, has been adopted by various third

* Reg. No. 758,044, issued on Cctober 8, 1963 for the mark "PARAGON'
for "electric notors, tinme delay relays, and electric sw tches" and
Reg. No. 758,088, |ikew se issued on the sane date for the mark
"PARAGON' for "electric timng devices of the horol ogical instrunent
type, geared so as to actually neasure tinme in controlling intervals
in connection with electric circuits including tine controls, cycle
repeaters, [and] interval, reset and sequence tinmers."

12
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parties as part of their marks for that reason, we again note
that there are but two third-party registrations, owned by the
sane entity, which are even arguably in the sanme general field
as the goods at issue herein. However, even if applicant's
"PARAGON TECHNOLOQ ES" mark and the cited registrant's "PARAGON'
mar k are regarded as suggestive of the respective goods, it is
still the case that, as discussed previously, such marks are
substantially the sane in their overall connotation and genera
comrer ci al inpression

We accordi ngly concl ude that consunmers and potenti al
custoners, who are famliar or acquainted with registrant's
"PARAGON' mark for "electronic autonatic power control
apparatus,” would be likely to believe, upon encountering
applicant's "PARAGON TECHNOLOG ES" nmark for "electrical contro
panel s for operating a material handling system which includes

conveyors and/or vehicles," that such closely related, if not in
part legally identical, goods emanate from or are sponsored by
or associated with, the sane source.

Deci sion: The refusal under Section 2(d) is affirned.
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